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- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 
Election/Restrictions 
Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are 
not so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 
Group I, claim(s) 1-30, 35, 37, drawn to (Hactams, synthesis and use. 
Group II, claim (s) 31-32, 36, drawn to reagent and preparation thereof. 
Group III, claim(s) 33-34, drawn to intermediates. 

The inventions listed as Groups PHI do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding 
special technical features for the following reasons: Group I has the special technical 
feature of being a p-lactam. Group III has the special technical feature of having the 
pyridine ring, not seen in Group II compounds. 

Restriction for examination purposes as indicated is proper because all these 
inventions listed in this action are independent or distinct for the reasons given above and 
there would be a serious search and examination burden if restriction were not required 
because one or more of the following reasons apply: 

(a) the inventions have acquired a separate status in the art in view of their 
different classification; 

(b) the inventions have acquired a separate status in the art due to their recognized 
divergent subject matter; 

(c) the inventions require a different field of search (for example, searching different 
classes/subclasses or electronic resources, or employing different search queries); 

(d) the prior art applicable to one invention would not likely be applicable to another 
invention; 

(e) the inventions are likely to raise different non-prior art issues under 35 U.S.C. 
101 and/or 35 U.S.C. 112, first paragraph. 

In this case, at a minimum, (a) would apply, as Group I is classified in Class 

540, Group II in class 548, and Group III in class 546. 
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During a telephone conversation with Matt Jacob on 2/8/08 a provisional election 
was made without traverse to prosecute the invention of Group I, claims 1-30, 35, 37. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 31-34, 36 withdrawn from further consideration by the examiner, 37 CFR 1.142(b), 
as being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one or 
more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by a 
request under 37 CFR 1.48(b) and by the fee required under 37 CFR 1.17©. 

The examiner notes the analysis in the IPER concluding that certain claims lack an 
inventive step in view of a combination of two references. However, under US patent law, 
the combined teaching do not suggest the compound of Formula 1. There is nothing to 
motivate the modification of the teaching to WO 0153305 with the side chain of WO 
0242312, because the former describes a relatively narrow process, and because one is not 
ordinarily motivated to modify intermediates. 

US 6825187 is deemed the closest prior art, because of the scheme at column 31. 
However, even the broadest definition of R4/R11 does not suggest the Py-CZ 1 Z 2 group, and 
indeed, the many dozens of species invariably have for R4 a group bound via sulfur. 
Accordingly, intermediate (IX) of this reference cannot render compound (l) of claim 1 
obvious, and accordingly, processes using this compounds are patentable over the prior art. 

Claim Rejections - 35 USC§ 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 
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The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which it 
is most nearly connected, to make and use the same and shall set forth the best 
mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

Claims 1-6, 8-30, 35, 37 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 37 is indefinite. No step is actually recited, and no product is given, and thus 
the scope is completely unclear. 

Claims 1, and 35 has "protective group of carbonyl". Ordinarily, this would not be a 
problem, but the specification lists methylene. This is not a protecting group in the normal 
sense of the term. This can be fixed by removing that choice from the specification. 

The reference to oxidation in claim 21 is unclear. What is being oxidized to what? 

Claim 27 is unclear. Compound (A) does not fall within the ambit of formula (2). 
The only step recited, however, is preparing (2). If applicants do intend a process of going 
from (2) to (A), that step must be actually given. 

Claims 1-30, 37 are rejected under 35 U.S.C. 112, paragraphs 1 and 2, as the 
claimed invention is not described, or is not described in such full, clear, and exact terms as 
to enable any person skilled in the art to make and use the same, and/or failing to 
particularly point out and distinctly claim the subject matter which applicant regards as 
his invention. Specifically: 
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When R2 is an anion, the molecule has a minus charge but no plus charge. A 
molecule without electrical neutrality is impossible to prepare and hence lacks enablement 
in terms of how to make, as such a thing cannot be made (paragraph l). Note MPEP 
§2172.01: "A claim which omits matter disclosed to be essential to the invention as 
described in the specification or in other statements of record may be rejected under 35 
U.S.C. 112, first paragraph, as not enabling. In re Mayhew, 527 F.2d 1229, 188 USPQ 356 
(CCPA 1976). See also MPEP §2 164.08(c). Such essential matter may include missing 
elements Here, the missing counterion is the missing element, and indeed, even the 
specification provides no description of what the missing ion might be. On the other hand, if 
it was not the intention of applicants to claim such a non-neutral molecule, then the claim 
fails to set forth what applicants intend as their invention (paragraph 2). That is, it is not 
accurate because it is missing something. As stated in Inre Zletz, 13 USPQ2d 1320, 1322, 
"An essential purpose of patent examination is to fashion claims that are precise, clear, 
correct and unambiguous." 

Claim 37 is rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which was 
not described in the specification in such a way as to enable one skilled in the art to which 
it pertains, or with which it is most nearly connected, to make and/or use the invention. 

Such claim language cannot be deemed enabled. This would cover for 
example making antiviral agents, or quinolone antibacterials, from compound of Formula 
1. The specification does not teach how to do this. 

Information Disclosure Statement 

Two references were struck as only a single sheet of the patent was provided. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Mark L. Berch/ whose telephone number is 571-272-0663. 
The examiner can normally be reached on M-F 7:15 - 3:45. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O. Wilson can be reached on (571)272-0661. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 

/Mark L. Berch/ 
Primary Examiner 
Art Unit 1624 

3/27/2008 



